[image: image1.jpg]Rep. Jeb Hensarling (R-TX), Chairman
Russ Vought, Executive Director

RSCHF e

Republican Study Committee ‘Washingtan, DC 20515

e e ey S5 0% 69T T Tax (30%) 6163




Legislative Bulletin……………………………………..…..….September 7, 2007
Contents:

H.R. 1908 — Amendments to Patent Reform Act of 2007

H.R. 1908, the Patent Reform Act of 2007 (sponsored by Rep. Berman, D-CA), is scheduled to be considered on the House floor on Friday, September 7, 2007, subject to a structured rule (H.Res. 636), providing for one hour of debate (equally divided), one motion to recommit with or without instructions, and making in order the following five amendments (only those amendments preprinted in the Rules Committee report).  Note:  14 amendments were submitted to the Rules Committee.
The rule waives all points of order against the bill, except for clauses 9 and 10 of Rule XXI (regarding PAYGO and earmarks/limited tax benefits), and allows the Chair to postpone consideration of the legislation at any time during its consideration.
Note:  The summaries below are based on RSC staff’s review of actual amendment text.  For a summary of the underlying bill, see a separate RSC document released yesterday.  

RSC Staff Contact:  Derek V. Baker; derek.baker@mail.house.gov; 202-226-8585
1.  Conyers (D-MI) / Smith (R-TX) / Berman (D-CA) / Coble (R-NC).  Manager’s Amendment.  Makes various conforming, technical, and substantive changes, as described below: 

· Strikes the bill’s definition of a “joint invention.”
· Strikes a provision related to inventions made with federal assistance, and eliminates a section that strikes a current law provision related to interfering patent remedies.
· Inserts a provision that allows derivation proceedings to be terminated by a settlement agreed to by both parties, which must be filed in writing at the USPTO.
· Inserts a provision that allows a derivation proceeding to be determined by arbitration.  
· Requires the President to issue an Executive Order (instead of transmitting a report of the findings to Congress) stating a finding that other major patenting authorities have adopted a one-year grace period substantially similar to the one contained in the bill, before the provisions of Section 3 will take effect.

· Retains interference proceedings for applications filed before the effective date of section 3 (the first-to-file section); meaning, interference proceedings will still be available up until 90 days after the President issues an Executive Order regarding the grace period (as stipulated above).
· Stipulates that a jury, rather than the court, will make the determination of whether willful infringement has occurred.

· Requires USPTO to submit a report to Congress comparing the prior user rights of the U.S. and those of the European Union, Japan, Canada, and Australia.
· Allows written testimony of a witness under oath to be submitted as part of a cancellation petition.

· Stipulates that commencement of a post-grant review proceeding will not limit the right or ability of the patent owner to commence an action for patent infringement.
· Stipulates that commencement of a post-grant review proceeding may not be cited as evidence relating to the validity of any patent claim in a proceeding before a court or the International Trade Commission.

· Strikes the section in the bill that permits a person other than the inventory to make an application for a patent.
· Modifies the section regarding damages and assessing “reasonable royalty.” 
· It modifies the “entire market value” test as follows: 
Upon a showing to the satisfaction of the court [Unless the claimant shows] that the patent’s specific contribution over the prior art is the predominant basis for market demand for an infringing product or process, damages may not be based upon the entire market value of the products or processes involved that satisfy that demand.
· Modifies the available options that may be used to determine reasonable royalty by prohibiting the court from using the option that allows a jury (or the court) to consider nonexclusive marketplace licensing and other relevant factors, unless the court determines that the first two options (the entire market value option as amended above, or the apportionment analysis option) are not appropriate. In other words, the court may no longer choose among the three possible options to determine a reasonable warranty; the first two options must be used or specifically ruled out before the third option is considered – which allows the court or jury the flexibility to consider “other factors” in determining a reasonable royalty).
· Changes the composition of the Patent Trial and Appeal Board to exclude all political appointees (i.e. – would remove the USPTO Director, Deputy Director, Commissioner for Patents, and the Commissioner for Trademarks from the board as the underlying bill stipulates), so the bill will only be constituted with administrative patent judges.

· Changes the authority to appoint administrative patent judges from the USPTO Director to the Secretary of Commerce.
· Modifies the venue section by adding additional categories that are restricted from filing in other judicial districts.
· Makes various changes and exceptions to the effective date of the section regarding venue.
· Modifies the section regarding inequitable conduct. Instead of stating that a patent may be held to be unenforceable for inequitable conduct, this provision stipulates that one or more claims of a patent may be held unenforceable (i.e. – instead of the entire patent).

· Eliminates the provisions that allow a court to transfer venue under certain circumstances.
· Requires the Comptroller General to conduct a study of workplace conditions for the examiner corps of the USPTO and submit the report to Congress.

· Inserts a severability clause, stating that if any particular provision of the bill is held to be invalid or unenforceable (struck down by a court), the remaining provisions will not be affected and will otherwise be in force. (Debatable for 20 minutes)
2.  Issa (R-CA).  Strikes a provision in current law that permits certain applications to delay or prevent publication of their applications, and inserts a provision that would allow applications to delay the publication under the later of 1) three months after a second PTO action is taken or 2) 18 months after the application filing date. (10 minutes)
3.  Issa (R-CA).  Adds a new provision regarding the USPTOs new regulatory authority (provided for in the underlying bill) to provide Congress with a 60-day review of new USPTO regulations before they take effect.  USPTO would be required to submit a copy of the regulations to Congress, along with a report containing the reasons for their adoption.  This provision would also allow Congress to pass a joint resolution of disapproval to block any proposed regulation. (10 minutes).
4.  Jackson-Lee (D-TX).  Requires the USPTO Director to conduct a study of patent damage awards in cases (at least from 1990 to the present) where the awards have been based on a “reasonable royalty” (35 U.S.C. § 284). The report must be submitted to Congress within one year of enactment of the Act. (10 minutes)
5.  Pence (R-IN).  Amends the provision in the bill governing post-grant review proceedings to prohibit a post-grant review from being initiated based upon the best mode requirement of patent law (35 U.S.C. § 112). Current law requires that a patent be submitted in the “best mode,” meaning that the application must explain (in detail) the best or most effective means to recreate or replicate the patent. (10 minutes).
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